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THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)S Responsive to communication(s) filed on 18Mav2005 . 
2a)D This action is FINAL. 2b)(3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) S Claim(s) 203-236 is/are pending in the application. 

4a) Of the above claim(s) 203-232.234 and 235 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) lE Claim(s) 233 and 236 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on ; is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on May 18, 
2005 has been entered. 

Election/Restrictions 

2. Newly submitted claims 203-232, 234, and 235 are directed to an invention that 
is independent or distinct from the invention originally claimed for the following reasons: 
the mobile electronic commerce or an IC card in a mobile electronic commerce system 
have different effects and/or functions of the originally presented invention. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 203-232, 234 and 235 are withdrawn 
from consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) 
and MPEP § 821 .03. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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4. Claim 233 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claim is directed to neither a "process" nor 
a "machine," but rather embrace or overlap two different statutory classes of invention. 
The claims begin by discussing a system and the body of the claims discusses the 
specifics of a method. "A claim of this type is precluded by the express language of 35 
U.S.C 101 which is drafted so as to set forth the statutory classes of invention in the 
alternative only." See MPEP §2173.05(p) II or Parte Lyell, 17 USPQ2d 1548 (B.P.A.I., 

i 

\ 1990). " 

# 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 233 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 233, the claim is directed to neither a "process" nor a "machine," but 
rather embrace or overlap two different statutory classes of invention. It is therefore 
unclear whether Applicant is claiming a process or a machine. See MPEP §2173.05(p) 
II or Parte Lyell, 17 USPQ2d 1548 (B.P.A.I., 1990). 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 233 and 236 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hiroyaetal. (EP 0713198). 

Hiroya discloses an electronic commerce system having at least a mobile user 
terminal (via terminal device 3) with a remote wireless communication section and a 
local wireless communication section (via communication line such as phone line and/or 
radio communication; col. 6, Jiens 41-54); a service providing system that communicates 
with the mobile user terminal (via electronic vending device and refunding device); an 
examination terminal (col. 12, lines 32-38); a mobile user terminal making a request for 
a purchase of electronic value card information via the remote wireless communication 
system (col. 8, lines 21-27); generating electronic value card information having at least 
one key data for use in a mutual challenge response authentication process executed 
between the mobile user terminal and the examination terminal in line of sight of a user 
of the mobile user terminal via the local wireless (col. 9, lines 4-22); issuing the 
electronic value card information to the mobile user terminal after a payment is settled 
(col. 9, lines 4-22; see steps 330-490 of Figure 5). 



i 
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Hiroya further discloses transmitting to the service providing system a message 
that certifies use of the electronic value card information to the service providing system 
and that is electronically signed with a unique key included in the electronic card 
information (col. 9, lines 4-22). 

Response to Arguments 

9. Applicant's arguments with respect to claims 203-236 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Davis et al. discloses smart card payment using the internet. 

Any inquiry concerning this communication orearlier communications from the 
examiner should be directed to Lynda Jasmin whose telephone number is (571) 272- 
6782. The examiner can normally be reached on Monday- Friday (9:30-6:00) with 
Thursday Telework. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571) 272-6771 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should , 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). l\ . , / 
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